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FUNDAMENTAL PRINCIPLES UNDERLYING INDIAN 
TRADE MARKS JURISPRUDENCE 

India is a common law jurisdiction.

Use of a trade mark takes precedence over registration.

Registration of a trade mark confers no better right than what already
exists at common law.

 Is prima facie evidence of proprietorship.

 Entitles the registered proprietor to avail of the statutory remedy of
infringement.

Having said that, Registration:



SEIZURES AVAILABLE UNDER BOTH:

 CIVIL PROCEEDINGS

Anton Piller Orders (including John Doe Orders).

 CRIMINAL PROCEEDINGS

Orders to the Police to investigate which includes conducting search
& seizure operations.



Civil Remedies

Infringement
(statutory remedy)

Passing Off
(common law remedy)

Interim Injunction 
&

Appointment of Local Commissioners

4



SEIZURES UNDER CIVIL PROCEEDINGS

ANTON PILLER ORDERS

 Granted by Courts ex-parte.

 Issued even against unknown entities (John Doe Orders).

 Officer(s) popularly known as Local Commissioner(s) or Court
Receivers appointed to assist the Right Holder in execution of search
orders.



SEIZURES UNDER CIVIL PROCEEDINGS

ANTON PILLER ORDERS

 Such officers are usually practicing lawyers selected randomly from the
Bar or from an existing panel.

 Representative/Counsel for the Right Holder required to accompany
and assist.

 Mostly such Commissions, depending upon the area in which the
Commission (search order) is to be executed, are granted Police
assistance. The Role of the Police is confined to ensure peaceful
execution of the search order.



SEIZURES UNDER CIVIL PROCEEDINGS

ANTON PILLER ORDERS: SCOPE

 Search of premises, seizure, sealing and inventory of all infringing
material.

 Seized material left in the safe custody of Defendants on an
undertaking to produce the same as and when called for by the Court.

 Report of the search and seizure has to be filed before the Court by the
Local Commissioner.



A TYPICAL ORDER APPOINTING LOCAL 
COMMISSIONERS



OR

THE ACCUSED PERSON(S) WILL BE ARRESTED 
AND PRODUCED BEFORE THE COURT

THE POLICE WILL FILE A FINAL REPORT WITH 
THE COURT. 

THE POLICE WILL SUBMIT ITS CANCELLATION 
REPORT WITH THE MAGISTRATE

POLICE WILL REGISTER THE 
COMPLAINT.

NO COUNTERFEITS 
SEIZED

POLICE WILL CONDUCT  SEARCH AND 
SEIZURE OPERATIONS 

COUNTERFEITS 
SEIZED

POLICE WILL SEEK AN OPINION FROM THE 
REGISTRAR OF TRADE MARKS,  IF 

NECESSARY

MATTER SHALL 
PROCEED 

ACCORDINGLY

COMPLAINT WITH THE POLICE COMPLAINT BEFORE THE COURT

C R I M I N A L   P R O C E E D I N G S



Civil Proceedings

 Temporary/permanent injunction;
Damages, delivery up, costs etc.

Vs.
Criminal Proceedings

Helps in removal of the infringing goods from the known sources;
May also lead to removal of the impugned goods from the market to a

large extent on account of news of the action taken by the right holder;
Recommended course of action for dealing in cases of Counterfeiting

and Piracy.

Both remedies are not mutually exclusive.



Evidence of misuse as unearthed during one action can be
used for the other:

 Local Commissioner’s report as filed with the Civil Court
can form the basis of a subsequent Criminal complaint.

 Similarly, Polices’ seizure report and records of the
subsequent proceedings can serve as evidence in Civil
proceedings.

INTERPLAY BETWEEN CIVIL & CRIMINAL 
REMEDIES



Scale of operations;

Reach of the impugned products;

Location of the impugned entity;

Area of operations;

Modes of distribution;

Whether the impugned entity is a part of the organized/unorganized sector; and

Whether the impugned entity has applied for/secured any trade mark registration.

FACTORS DETERMINING CHOICE OF REMEDY



Relevant details are to be withheld till a Police team for the assignment
has been constituted and allocated to the Right Holder/its
Representative/Counsel.

Advisable to have Counsel coordinate with the Police.

Pre-raid surveillance should be undertaken to ensure availability of
infringing material. Police expects the Right Holder to be diligent and to
have done its ‘homework’.

POINTS FOR EFFECTIVE COORDINATION WITH 
ENFORCEMENT AGENCIES
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