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Controversial I.P. Infringement Remedies 
Two recent decisions from the top courts in Canada and the U.S. 



Google v. Equustek –

• Supreme Court of Canada 

• June 28, 2017
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Apple v. Samsung –

• Supreme Court of the United States

• December 6, 2016
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Google v. Equustek
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Equustek: 

small Canadian manufacturer of networking devices

Datalink: 

distributer for Equustek

started to re-label Equustek products and pass them off as 

its own

used Equustek’s trade secrets to design and make 

competing devices



Equustek sued Datalink in the B.C. Supreme Court 
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Google v. Equustek



Datalink initially defended but then left the 

jurisdiction

Court granted Equustek an interlocutory injunction 

against Datalink
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Google v. Equustek



Datalink continued to carry on sales

Infringing products were sold mostly from Datalink

websites

Equustek tried to have webhosts remove Datalink 

websites - unsuccessful
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Google v. Equustek



Equustek asked Google to de-index Datalink’s

websites
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Google v. Equustek



Google voluntarily de-indexed specific webpages 

associated with the infringing

Datalink moved the objectionable content to new 

pages
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Google v. Equustek



Google’s de-indexing was limited to searches on 

Google.ca

Potential new purchasers could still access 

Datalink’s full websites using other Google URLs
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Google v. Equustek



Equustek obtained an order, enjoining Google from 

displaying any part of Datalink’s websites in any

Google search results
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Google v. Equustek



Google appealed to the B.C. Court of Appeal

- upheld the global interlocutory injunction

BCCA rejected Google’s argument that B.C. courts do not 
have jurisdiction
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Google v. Equustek



Google then appealed to the Supreme Court of Canada
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Google v. Equustek



Google’s three arguments:

1. As a non-party, it should be immune from any injunction 

2. An injunction against Google is not necessary to 

prevent the infringement, and is not effective to stop all 

infringement

3. The injunction is inappropriate because of its 

extraterritorial reach, and its interference with freedom 

of expression
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Google v. Equustek



Supreme Court’s decision:

Google searches were the only way that Datalink 

could commercially sell its infringing products 

Enjoining Google was necessary to prevent 

Datalink from continuing to defy the court’s orders 
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Google v. Equustek



“Datalink is only able to survive – at the expense of 

Equustek’s survival – on Google’s search engine 

which directs potential customers to its websites.”

“This does not make Google liable for this harm. It 

does, however, make Google the determinative 

player in allowing the harm to occur.” 
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Google v. Equustek



“The order does not require that Google take any 

steps around the world, it requires it to take steps 

only where its search engine is controlled. This is 

something Google has acknowledged it can do –

and does – with relative ease.”
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Google v. Equustek



“Google’s argument that a global injunction 

violates international comity... is, with respect, 

theoretical.” 
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Google v. Equustek



“If Google has evidence that complying with such 

an injunction would require it to violate the laws of 

another jurisdiction, including interfering with 

freedom of expression, it is always free to apply to 

the British Columbia courts to vary the 

interlocutory injunction accordingly.”
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Google v. Equustek



“The internet has no borders – its natural habitat is 

global. The only way to ensure that the 

interlocutory injunction attained its objective was to 

have it apply where Google operates – globally.” 
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Google v. Equustek



One month later, Google filed an application in 

U.S. District Court
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Google v. Equustek



Google’s Complaint:

“Google brings this action to prevent enforcement 

in the United States of a Canadian order that 

prohibits Google from publishing within the United 

States search results information about the 

contents of the internet.”
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Google v. Equustek



“The Canadian trial court recognized that Google 

is an “innocent bystander” to the case. 

Nevertheless, it issued a novel worldwide order 

against Google, restricting what information an 

American company can provide to people inside of 

the United States and around the world.”
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Google v. Equustek



“The Canadian order is repugnant to [the First 

Amendment and the Communications Decency 

Act], and the order violates principles of 

international comity, particularly since the 

Canadian plaintiffs never established any violation 

of their rights under U.S. law.”
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Google v. Equustek



“…Google seeks a declaratory judgment that the 

Canadian court’s order cannot be enforced in the 

United States and an order enjoining that 

enforcement.”

Stay tuned…
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Google v. Equustek



Apple v. Samsung

U.S. District Court jury found infringement of utility

patents, design patents, and trademarks/trade

dress rights
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The jury awarded damages of over $1 billion

Trial judge subsequently reduced the damage

award to $600
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Apple v. Samsung



CAFC set aside the judgment as it pertained to trademark 
infringement - Apple’s trade dress was functional

CAFC upheld the award of damages based on Samsung’s 
“total profit” in respect of design patent infringement 
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Apple v. Samsung



Last October, the matter was heard by the 

Supreme Court of the United States
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Apple v. Samsung



Apple v. Samsung
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Apple’s three design patents -



Sole issue - “total profit” as an award for design 

patent infringement

Section 289:

… Whoever sells any article of manufacture to 

which a patented design… has been applied shall 

be liable to the owner to the extent of his total 

profit.

31

Apple v. Samsung



Section 289 enacted in 1887 in response to the 

Supreme Court’s “Dobson” cases involving carpet 

designs

Congress rejected the Supreme Court’s theory of 

“apportioning” the value of a patented design from 

the article to which the design is applied
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Apple v. Samsung



Samsung’s argument: for a “multicomponent 

product”, the relevant “article of manufacture” may 

be just a component 
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Apple v. Samsung



In oral argument, the justices were not very sympathetic to 

design rights owners 

They referred to the value of the body design of a 

Volkswagen Beetle compared to the whole automobile
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Apple v. Samsung



Section 289 clearly prohibits apportionment of 

damages providing the remedy of “total profit”, but 

the Court seized on “article of manufacture” 

The Court agreed with Samsung that it was 

necessary to determine what is the “article of 

manufacture” - that determination is a question of 

fact 
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Apple v. Samsung



No guidance on how to determine what is the 

infringer’s “article of manufacture”

Instead, it remanded the case to the CAFC, who 

remanded it back down to the District Court
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Apple v. Samsung



At present, the case is still before the District Court
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Apple v. Samsung



Samsung: need a new trial on the issue of what is 

the “article of manufacture” 

Apple: never any issue, and is still no issue - the 

“article of manufacture” is any phone sold by 

Samsung that infringes Apple’s designs 

38

Apple v. Samsung



Four days ago, on Sunday, October 22, Judge 

Lucy Koh ordered a new trial on damages

Applied the test argued by U.S. Solicitor General 

before  SCOTUS
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Apple v. Samsung



The test for determining the article of manufacture 
for the purpose of § 289 is based on the following 
four factors:

1.  The scope of the design claimed in the 
plaintiff’s patent, including the drawing and written 
description;
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Apple v. Samsung



2.  The scope of the design claimed in the 

plaintiff’s patent, including the drawing and written 

description;

3.  The relative prominence of the design within 

the product as a whole;
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Apple v. Samsung



4. The physical relationship between the patented 

design and the rest of the product, including 

whether -

• the design pertains to a component that a user or 

seller can physically separate from the product as a 

whole, 

• the design is embodied in a component that is 

manufactured separately from the rest of the 

product, 

• or if the component can be sold separately.
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Apple v. Samsung



• The plaintiff shall bear the burden of persuasion 

on identifying the relevant article of manufacture 

and proving the amount of total profit on the sale 

of that article. 

• The plaintiff also shall bear an initial burden of 

production…

• If the plaintiff satisfies its burden of production 

on these issues, the burden of production shifts 

to the defendant...
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Apple v. Samsung



Stay tuned…
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Apple v. Samsung
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