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Japan – Number of Trademark Applications
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Source : JPO Status Report 2017
https://www.jpo.go.jp/shiryou/toukei/pdf/status2017/all.pdf

https://www.jpo.go.jp/shiryou/toukei/pdf/status2017/all.pdf


ACTING FOR THE IP PROFESSION WORLDWIDE
WWW.FICPI.ORG

17TH OPEN FORUM | VENICE
25-28 October 2017

Japan – Number of Trademark Applications by 
Country of Origin of Applicant
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Japan – 5th Most designated Madrid member
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Madrid Yearly Review 2017
http://www.wipo.int/edocs/pubdocs/en/wipo_pub_940_2017.pdf

http://www.wipo.int/edocs/pubdocs/en/wipo_pub_940_2017.pdf
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Japan – Subsequent Designations
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Madrid Yearly Review 2017
http://www.wipo.int/edocs/pubdocs/en/wipo_pub_940_2017.pdf

http://www.wipo.int/edocs/pubdocs/en/wipo_pub_940_2017.pdf
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Japan –3rd Biggest issuer of Provisional Refusals 
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Madrid Yearly Review 2017
http://www.wipo.int/edocs/pubdocs/en/wipo_pub_940_2017.pdf

http://www.wipo.int/edocs/pubdocs/en/wipo_pub_940_2017.pdf


ACTING FOR THE IP PROFESSION WORLDWIDE
WWW.FICPI.ORG

17TH OPEN FORUM | VENICE
25-28 October 2017

When receiving a Provisional Refusal from the JPO

• Submit an original Power of Attorney to the JPO

• Original Power of Attorney can be filed later

• Deadline to respond to a Provisional Refusal (PR)
• × 3 months from the date the PR is issued by the JPO or the WIPO

• ○ 3 months from the date of pronouncement of the Notification of PR

• × 3 months from the date of receipt of the PR notification by the Applicant

• Extension of time - Possible even after the deadline expires

• One-month extension if a request is filed before the expiration

• Two-month extension if a request is filed after the expiration
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When receiving a Provisional Refusal from the JPO
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3 months from the date of 
pronouncement

2017/9/8
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Provisional Refusal - Earlier trademarks 

• There exists 

- 1 identical prior mark in Class 3 and

- 2 similar prior marks in Class 44 
• (1) bad faith filing for an identical trademark; 

• (2) similar trademarks likely to be solved with a Letter of Consent; 

• (3) earlier trademarks owned by the same applicant but the 
name/address are written differently

• Partial provisional refusals cannot be issued in Japan
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Provisional Refusal - Earlier trademarks 

• (1) Bad faith application for an identical trademark 
• Opposition

• Invalidation Action

• Non-use Cancellation Action 

• Third Party Observation

• Grounds
• Lack of Intent to Use

• Likelihood of Confusion

• Bad Faith
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Provisional Refusal - Earlier trademarks 

• (2) Similar trademarks likely to be solved with a Letter of Consent

• In general, Letters of Consent are NOT accepted in Japan
• A “worldwide co-existence agreement” will be insufficient in itself 
• Accepted only between parent company and subsidiary since April 2017

• Co-existence by way of an “Assign-back arrangement”
• The later trademark applicant temporarily assigns its pending application to the 

prior trademark owner.
• Once the pending application is under the same ownership, the ground for 

refusal is resolved and the Examiner will grant a decision of registration. 
• After the pending application has been registered at the JPO, the trademark will 

then be assigned back to the original applicant (the requesting party).
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Provisional Refusal - Earlier trademarks 

• (3) Earlier trademarks owned by the same applicant but the 
name/address are written differently

• The JPO strictly examines the identity of both entities and requires both the 
names and addresses thereof to be identical

• Citation cannot be overcome by only filing an Argument

• Requires recordal procedures for the change of name/address
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Earlier trademark’s
Name

Address

Later trademark’s
Name

Address
Must Be IDENTICAL
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Second part of  the individual fees
- Only Japan and Cuba
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Shunji SATO

Partner, Trademark / Design Attorney

TMI Associates
23rd & 24th Floors, Roppongi Hills Mori Tower 
6-10-1 Roppongi Minato-ku 

Tokyo 106-6123 

JAPAN

TEL +81(0)3-6438-5611    FAX +81(0)3-6438-5622 
E-mail: ssato@tmi.gr.jp http://www.tmi.gr.jp/english

TOKYO | NAGOYA | KOBE | SHANGHAI |  BEIJING | HO CHI MINH CITY | HANOI | 

|SINGAPORE | YANGON | PHNOM PENH | SILICON VALLEY

Thank you!

mailto:ssato@tmi.gr.jp

