Lena Shen

* Partner/Attorney-at-law/Manager of TM Dept.
Beijing Sanyou Intellectual Property Agency Ltd.

China
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Mostly Designated Countries for Madrid
Application

IP GROUP

Designated
country

2015

2016

China

21,087

22,444

EU

19,352

21,747

USA

19,248

21,276

Russia

14,805

14,855

Japan

13,533

14,696

Switzerland

13,071

14,122

Australia

11,993

13,130

Korea

10,456

11,271

17™ OPEN FORUM | VENICE
25-28 October 2017

ACTING FOR THE IP PROFESSION WORLDWIDE
WWW.FICPI.ORG




4N

\FIcPl

N\

TOP country to file IR

Sawvoy

IP GROUP

Original country

2011

2014

2016

EU

5,859

7306

8526 (1)

USA

4,791

6654

7856 (2)

Germany

5,000

4253

4842 (3)

France

3,804

3474

3796 (4)

Switzerland

2,933

3054

2908 (6)

ltaly

2,306

2189

China

2,149

2140

3014(5)

Japan

1,538

2033

UK

1,129

1977

Benelux

1,920

1923

Australia

Netherlands
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Possible refusals you may receive from

China Trademark Office regarding your
Madrid application

To file a review
application with TRAB
Notification of EX Offficio PP

within 15 days upon
Refusal . y>Up
receipt

. . . o To file a response
Notirication of Provisional rerusal P

based on opposition Sell) (RIS T
PP 30 day upon receipt
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WIPO MADRID

The Internationad
Tredeark

Sysiam
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NOTIFICATION OF EX OFFICIO REFUSAL

Nadod ve he htremoond Bsres of
e & ookt bnclontnd Progeey Ovgaesrmsm (WIR
wondhn Mande 17 (00 annd 17 (50000 o e Cummmns Tagndaons

NOTE The notdcsmon of ex ot retonl dadl be devmod 0o e dode 3 saormenst s scconduncs wa Koale 100
21 (o) o (3] of the Common Bogdemoms. Ay rogans for irverw Sl be Sed oo e Trademueh Kevews and
Adiadi mom Tl Sunnagh & guilind COhonse agrocy of Momey . wiline 15 & from secepe of thn notsie sooe

| Othice wineh prosounces the refusl
Toadomark OBy

Semte Admunstranom Sor Indusary and Commcros

Lhama Nanpie, Xichengau,
Beymg, 100055
PFeople’s Repubde of Chira

Tel G106 1'Nax

v

I Date of e tefual pronosaced. 017/05/M

mn Ot ecberence number G124 'l'--HYVy'- i
v Erternaond ropvrioon number _

A} Date of nochicatson 0o Chine: 201407 /13

Vi M numonad rognaratson nomidser _

Mane natonal spplicacon number

Vil The murk s setaed for the following goods and’ or services

dodhng. boxer shomn; diveey; women - s brsefic sover solex Pox ket wpuanres
roews [clochng): hoods
Iclothung], peady = tade T [parn of dothungl. pocken for clathing: ready—mude dothing. shon

X5 dotheng mocommi

munguerade comtieney, Seadgear Sor wear, shirty, trosnary; pckets [clothm,

deeve shurn, bibs, mot of paper; oy [owen ), underwear; wwest - absarbrers underdlotheng
(erderwvar]; condets; Eoming gowmn, caps [hoadwea]. osterclothesg: car madl [dothung], beeeches i
weat, overally, drow ok Wkort snderpunty; sngen foe sports, sndenhurn foe orts, headbands
[clothing]. beach clochey, tighey; toga, jumper deouey; knitwesr [clothing): tee—shir, turbane overcoaty,
unfoerms, vweat —alnorbent undenbothang :umkmrul, Panty, wantcosts, bales ' pants |cddothang]: Incttes

e dothing)

viu Reamoniy) of robeal
Prior nastiond snd/or sermational murky). (5o hem X)
Ths mark o wmnilar to the carbier mask(y)
The goods snd/ o sexvices Inted in Cobamn VI sre smilir 10 those of the earbier applcstion and/or

cather regniration

IX Apphcable legal peoviwons of the sefoul
Arnciels): (Sev the excerpar of the Liws and segulations)
Trademark Law Astacde W)

X Infomruniom concoming the carber markd(y)
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Procedure of filing a review application
against the ex officio refusal

Calculation of deadline: 30 days+3 months

date of notification from WIPO to the holder + 30 days (15 days as response time and
the other 15 days as delivery time);
after filing, there will be a 3-month period to submit supplemental documents.

Documents needed: (1) notification from WIPO
(2) notification from CTMO
(3) POA signed by the applicant
(4) copy of the business registration certificate of the applicant
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Whole procedure of review of refusal YOU

N\

Notification of EX
Offficio Refusal

¢ 1P GROUP

TRAB
9 months

Review application

Administrative litigation,
second instance

Beijing High Court
3-6 months
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Administrative litigation,
first instance

Beijing IP Court
3-8 months
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Applicant: APPLE AKTIEBOLAG
Address: LILLA BANTORGET 15, P.O.BOX 3692, SE-103 59 STOCKHOLM (SE)

Goods/services:

Class 3: cosmetic products

Class 9: software, computers, etc.

Class 29: candies and ice creams, etc.

class 35: retail and whole sale of cosmetic and candy products

17™ OPEN FORUM | VENICE ACTING FOR THE IP PROFESSION WORLDWIDE
25-28 October 2017 WWW.FICPI.ORG




4N

Q1 /Z7 Refusals and solutions

" APPLE mm“

IP GROUP

Mark Applicant Solution

Cited mark1l 1R A letter of consent

Cited mark2 SER To argue for difference or A letter
of consent

APPLE AB To change name or submit

!“ explanation

Cited mark 4 | x APPLE AKTIEBOLAG To update the address

Cited mark3

f‘ | Address: Johnson street, SE-
APPLE 104 59 STOCKHOLM (SE)

Cited mark 5 % APPLE (China) Co., Ltd.|To be assigned
(Chinese subsidiary)
Absolute ground |Retail and whole To file a new application in class
sale services not 35 with alternative services; no
acceptable need for review

Wrong “‘candies and ice To change class with WIPO; no
classification creams” do not need for review
belong to class 29
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Class 35: Retail and wholesale services acceptable in China and alternative options TEROUE

ZiH . B
LA R AT R
J7 F a1 2R B
R ARSS

350108

retail or wholesale services for
pharmaceutical, veterinary and
sanitary preparations and medical
supplies

Y FACEE

350005

Import-export agency
services

BN

350030

Auctioneering

ERLYN i

350071

Sales promotion for others

2y F B att Ak
55

C350009

retail or wholesale services for
pharmaceutical

245 57 2 B Bl
R AST

C350010

retail or wholesale services for
medical preparations

A A 7 R
R R 55

C350011

retail or wholesale services for health
preparations

Bt AR
O HoAth 4
b e S e
&)

350085

Procurement services for
others [purchasing goods
and services for other
businesses]

[EEZE=4CE

350106

marketing

By FH i 5 Bk
RS

C350012

retail or wholesale services for
medical utensils

s s
i

350107

telemarketing services

B F Ak
55

C350013

retail or wholesale services for
veterinary medicine

B = 5 2
st R S5

C350014

retail or wholesale services for
veterinary preparations
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350120

provision of an on-line
marketplace for buyers and
sellers of goods and

services
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N\ What happened for partial refusal?

No matter the applicant files for a review application of the
partial refusal or not, the trademark has been approved for
registration on the un-refused goods/services.

Certified Copy of Registration

No trademark registration certificate is to be issued for an
international registration. You will need to apply for a Certified
Copy of Registration with CTMO if you want to enforce your
trademark right in China or to prove your right ownership.
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Certified copy of registration
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N1/  When to apply for the certified copy of registration

1. No refusal, no opposition: expiration of time limit for
refusal (12 months or 18 months from WIPO notifying

CTMO)
With review of refusal or opposition: when the review

decision or opposition decision takes effect

When to be vulnerable for 3-year non-use cancellation

Three years after the date you may apply for the certified copy
of registration
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QUESTIONS?  Samow

Lena Shen
Partner/Attorney-at-law/Manager of TM Dept
Beijing Sanyou Intellectual Property Agency Ltd.

lenashen@sanyouip.com

sanyou@sanyouip.com
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