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5.2: International IP Rights

As the world economy becomes ever more interconnected, trade mark
owners need to protect their intellectual property on a global scale.

Practitioners therefore need to be aware of issues involved in
protecting their clients’ IP on an international scale.

IP rights traditionally have been bound by national borders, but
international treaties such as the Madrid Protocol have made
protecting IP rights in multiple jurisdictions much easier
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5.2: International IP Rights

This session will examine the tools available to practitioners for
protecting their clients’ IP globally and will offer some practical tips and
tricks for navigating the international trade mark application landscape.
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Example
• I am filing an international application through the Finnish 

Patent and Registration Office as follows:

• Mark:

• Classes: 3, 11, 21, 41 and 44

• Countries: China, Japan and the United States of America

• For now I do not want protection in classes 5 and 9 in Japan. 
Then, I would like to limit the protection of class 3 to “beauty 
masks” for all countries and “online retail store services featuring 
cosmetics and dietary supplements” in class 35 in USA. 



“Tips and tricks”

International Trademark Applications

FICPI, Venice, October 2017

Ásta Valdimarsdóttir

Director, Operations Division

Madrid Registry

WIPO



Support for applicants

The Madrid System website and customized E-services are available to help 

you:

before filing an application your progress your registration
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Search

Check if similar marks already 
exist in your target markets

Access 28+ million records from          

35 national and international 

collections
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File

• Classification Guidelines

• Madrid Goods & Services 

Manager

Member Profiles

Database

Fee Calculator
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Member Profiles Database

Compare 
trademark rules 
& examination 
procedures in 
the IP Offices of 
Madrid System 
members

General information

Filing rules and procedures

Domestic rules and 

procedures
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Information Is Key

Users benefit from access to comprehensive information

on how the Madrid System is implemented in Member

states

 Does the Office accept application fees on behalf of 

WIPO?

 Special requirements, i.e. declaration of intention to 

use the mark in that Member state,  Seniority claim or 

Second part fees? (MM18, MM17)

What is the provisional refusal period for a given 

Member state?
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Classification Guidelines

Purpose - to decrease the number of irregular 

international applications

Describes the classification practices in the International 

Bureau

Practical information on the acceptable format to list 

indications of goods and services
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Madrid Goods & 

Services Manager

Database with a collection of acceptable terms for goods 

and services

Over 93,500 acceptable terms in English 

French, Spanish and 15 additional languages

Fully aligned with the Nice 11th edition

“Check acceptance features” for 28 Member states and 

Canada

Coding system to facilitate searches “similar groups 

codes” for Japan and Republic of Korea
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Madrid Goods & Services Manager

Compile and verify your list of goods and services
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Functions

BROWSE per class to select goods and services

from a “pick-list” of terms pre-accepted by WIPO

SEARCH acceptable terms using keywords 

CHECK ACCEPTANCE of terms:

 by WIPO (free-text)

 by a designated Contracting Party/Member state 
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Display of Acceptance / Rejection
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Display of Acceptance / Rejection 

Specificity of terms
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You may limit the list of G&S in respect 

of one or more Member states
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Fee Calculation

Structure of fee (Swiss francs):

 Basic fee of 653 Swiss francs or 903 Swiss francs 

(reproduction of the mark in color) 

 Supplementary fee for classes beyond 3 = 100 Swiss francs 

per class

 Complementary fee for each designated states

• Standard 100 Swiss francs 

• Individual fees 

http://www.wipo.int/madrid/en/madridgazette/remarks/ind_taxes.

html)
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Madrid Fee Calculator 

Before filing an application, the Fee Calculator should be 

used to obtain an estimate of the amount of fees payable

Users should be reminded of the disclaimer
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Example

I am filing an international application through the Finnish 

Patent and Registration Office as follows:

Mark:

Classes: 3, 11, 21, 41 and 44

Countries: China, Japan and the United States of America

For now I do not want protection in classes 5 and 9 in 

Japan. Then, I would like to limit the protection of class 3 to 

“beauty masks” for all countries and “online retail store 

services featuring cosmetics and dietary supplements” in 

class 35 in USA. 



Select the date on 

which you will submit 

the application to 

Finnish Patent and 

Registration Office

Select: Finland

Select the total number of 

classes of the application
Select: new application
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Indicate the limitation for Japan: 3 classes. Then, it is 2 

classes beyond the first

Total 

amount in 

Swiss 

francs (CHF)

Please note that the designation of Japan may be subject of the 

payment of a second part of the individual fee



Learn more about fees in the Madrid System

Estimate your fees: Fee Calculator 

(http://www.wipo.int/madrid/en/fees/calculator.jsp)

Payment methods, where to submit fees and payment 

follow-up (http://www.wipo.int/about-

wipo/en/finance/madrid.html)

http://www.wipo.int/madrid/en/fees/calculator.jsp
http://www.wipo.int/about-wipo/en/finance/madrid.html


Applications and other forms submitted through 

National Offices

MM2 “Application for international registration” and ;

MM17 “Claim of Seniority (European Union)” 

MM18 “Declaration of intention to use the mark (United 

States of America)”

MM16: “Subsequent Designation resulting from Conversion” 

through the EUIPO 



Certification by the Office of Origin



Date of the International Registration *

Receipt of the 
international 
application by 

the OO

2 months

*

Receipt of the 
international 
application by 

the OO

2 months

Receipt of the 
international  

application by the IB

*

Receipt of the 
international 
application by 

the OO

2 months

Receipt of the 
international  

application by the 
IB

Receipt by the IB of the 
last missing element

*
Receipt of the 

(irregular) 
international 

application by the 
IB



Forms or questions from users

Starting November 1 the Contact Madrid online service will replace 

intreg.mail@wipo.int

Madrid Operational Team email accounts  will be discontinued as of 

December 15

The new Contact Madrid service is accessible under the “Contacts” section of 

the Madrid homepage or visit www.wipo.int/madrid/en/contact to access the 

form directly
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Contact Madrid

39



Thank you 

for your attention
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