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Brief history about Madrid Protocol in Mexico

v' Mexico deposited the instrument of accession to the Madrid Protocol for the International
Registration of Marks with WIPO Director General Francis Gurry on November 19, 2012,
bringing the total number of members of the international trademark system to 89. The treaty

entered into force with respect to Mexico on February 19, 2013.

v' Mexico was the third country in the Latin America region to join the Madrid trademark filing

system.

v" Mexico has become in only 6 years the 12" country with more designations by contracting
parties, with 10,080 designations (during 2018) and 66,576 (historically) according to WIPO

last published stats.
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Brief history about Madrid Protocol in Mexico

v" Mexico is the world’s 11 largest exporter and has the first in Latin America, 80% of which
are manufactured goods. It is the second largest economy in LA. In relation to Mexico’s GDP,
it is the third largest exporter of high-tech products in the world. It is also a G-20 economy

with a trade volume of over 800 billion dollars.

v' Mexico has one of the largest networks of trade agreements in the world and it is also
seeking to increase and diversify its trade associations. In this framework, the Madrid
Protocol was a logical component which has strengthened the expanding trade policies

implemented by Mexican governments.
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Brief history about Madrid Protocol in Mexico

v" Mexico joined the Madrid System without a multiclass system nor an opposition
system.

v' The single-class system still prevails, and opposition was introduced in August
2016.

v' Domestic legislation requires a local legal representative, as well to answer all
official actions (refusals) in Spanish.

v' The above-mentioned characteristics are special conditions that were present since
the MP entered into force.
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What happened in Mexico with the adoption of Madrid Protocol?

v" The end of an era...

v' Re-inventing the hen of the golden eggs... Same job? Increase quality, enhance the
services...

v' Demoralizing?
v’ Shifting the way of thinking...

v' Understanding the client, advising the best strategy to file. There are three ways of filing:
paper, digital and through Madrid.... Each way works differently.....
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Legal aspects of Madrid Protocol in Mexico

Mexico joined with the following declarations and notifications made as a Contracting Party:
v Extension of refusal period to 18 months (Article 5(2)(b) of the Protocol)
v Charge individual fee (Article 8(7)(a) of the Protocol)

v' Recording of licenses provided for under domestic law, but recording of license in International
Register has no effect (Rule 20bis(6)(b) of the Common Regulations)

v" Division of registrations of a mark not provided for in the domestic law, therefore, division of
international registration has no effect in Mexico (Rule 27bis(6) of the Common Regulations)

v' Merger of registrations of a mark not provided for in domestic law, therefore, merger of
international registrations resulting from division has no effect in Mexico (Rule 27ter(2)(b) of the
Common Regulations)
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Legal aspects of Madrid Protocol in Mexico

v Domestic legislation requires a legal representative in the jurisdiction (under certain
conditions), as well as to answer all official actions (refusals) in Spanish, and finally a
domestic address to receive notifications.

v Additional requirements regarding legal representation: If a trademark holder is a
natural person, there is no requirement to hire a representative in order to provide a
response as holders can act on their own behalf. However, the holder should provide
an address in the country so as to receive notifications.

v" When represented by a representative different from the one mentioned in the original
application, the representative must be duly recognized under the provisions of the
Law of Industrial Property and the required fees must be paid. Responses to
provisional refusals must be filed in writing along with the original signature of the
person conducting the filing.
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Legal aspects of Madrid Protocol in Mexico

Methods of filing international application, Mexico as Office of Origin
Paper (hard copy)

The application must be signed by the interested party or a representative thereof and
the required fees must be paid for the certification and examination pertaining to the
international application when Mexico is the Office of Origin and for the transmission or
filing of applications, petitions or other documents relating to international proceedings
before the International Bureau.

Filing language
Spanish
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Legal aspects of Madrid Protocol in Mexico

v All types of trademarks can be protected (the ones recognized in
national law).

v’ Specific requirements for three-dimensional (3D) marks, sound marks,
scent marks, trade dress and holograms.

v Additional requirements for protection of collective, certification

and guarantee marks that might include translations, legalizations
and apostille.
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Legal aspects of Madrid Protocol in Mexico

Information on classification practices

The Office applies the current version of Nice Classification. The Office accepts Nice Classification
Class Headings, although protection would be granted to goods/services which may be
automatically inferred from the headings. The Office accepts certain terms in Nice Classification
Class Headings, as well as EUIPO’s Harmonised TMClass terms.

Class Headings will be accepted, as long as these are specific and they are used with the names or
designations with which they appear in the alphabetical list of the Classification or in the
Complementary List of Goods and Services published in the Gazette. Acceptable terms for goods
and services can be confirmed through the Madrid Goods and Services Manager (MGS)

The Office does not require intent to use, nor a description where the mark is in non-standard
characters.
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Legal aspects of Madrid Protocol in Mexico

Specific requirements to protect trademarks via the Madrid System
The following requirements are applied:

v' Translation/transliteration of the mark.

v Word marks may only comprise letters or words using the Roman alphabet, western Arabic
numerals, as well as those punctuation marks that assist in correct reading thereof.

v' Marks in standard characters: Marks made up of words, letters or numbers may only consist of
elements composed of the modern international Latin alphabet, western Arabic numerals, as well
as those signs that assist in the correct understanding thereof. It shall be understood that the
applicant reserves the use in any type or size of letter.

v Collective or jointly owned marks: In case of a jointly owned or collective trademark application,
the applicant must submit the rules governing the use thereof before the Mexican Institute of
Industrial Property at the time the designation is received.
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Legal aspects of Madrid Protocol in Mexico

Examination before the Office

Order of examination for provisional refusals
The Office examines on absolute and relative grounds. The Office provides
opposition procedure. The Office conducts ex officio examination and the

opposition system in parallel.

Provisional Refusals (ex officio)
Grounds for refusing protection (ex officio)
Absolute and relative grounds.
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Time limit to issue provisional refusal

18 months

Method of communicating ex officio provisional refusal to WIPO

Electronically

Partial ex officio provisional refusals

Partial provisional refusals (i.e., refusal of some of the goods and services in the international registration)
can be issued.

Time limit to respond to ex officio provisional refusal

Two months from the day following the date of notification. This time limit may be extended up to two
additional months.

Calculation of time limit to respond to ex officio provisional refusal

The time limit begins on the date the holder receives the provisional refusal from WIPO.

Option to extend time limit to respond to ex officio provisional refusal. Requirements for extension of time
limit

The time limit can be extended for an additional 2 months without an official request, provided the fee is
paid with proof of payment of the relevant fee at the time the response is filed.
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Legal aspects of Madrid Protocol in Mexico

Oppositions

Grounds for opposition

Absolute and relative grounds

Publication of international registrations for opposition purposes

The Office republishes international registrations for opposition in the same manner in which national
applications are published. Serial number assigned to the application, its filing date, the trademark
and class, as well as the link to the electronic file.

Time limit to file opposition

One month as from the business day following the date of publication.

Calculation of time limit to file opposition

The time limit starts from the publication of the international registration by the Office.

Extension of time limit to file opposition. Requirements for extension of time limit

The time limit cannot be extended.
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Oppositions
v' Authority to which an opposition can be filed
Mexican Institute of Industrial Property
v' Eligibility to file opposition
Any interested party.
v' Requirements to file opposition
Representation is required. Relevant fees must be paid. Opposition must be filed in
Spanish.
v' Method of communicating provisional refusal based on opposition to WIPO
Paper, Electronically
v' Time limit for holder to respond to opposition
Within the non-extendable period of one month as from the business day following the date
of publication of the opposition in the Gazette.
v' Extension of time limit to respond to a provisional refusal based on an opposition.
The time limit is not extendable.
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Interim Status

Communication of interim status of mark

The Office does not notify WIPO of the interim status of the mark under Rule 18bis of the Common
Regulations (notification that the ex officio examination has been completed, but that protection of
the mark is still subject to opposition or observations by third parties).

After Protection is Granted

Form of communicating grant of protection to WIPO
The Office sends WIPO a separate document for each international registration.

Issuance of certificate after grant of protection
The Office issues certificate of registration. Holders can obtain the certificate directly from the Office.
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DECLARATION OF ACTUAL AND EFFECTIVE USE OF THE MARK:

Domestic legislation right-holders to submit an official form, directly to IMPI, declaring the actual and
effective use of their respective trademarks. Such obligation will take place at two different times:

a) Upon submitting a request for the renewal of a trademark, right-holders are due to comply
with the filing of a “Declaration of Actual and Effective Use”. With respect to international
registrations renewed under Article 7 of the Madrid Protocol, the right-holder shall declare the
actual and effective use of the mark directly to IMPI within the three following months after the
renewal notice is made by the International Bureau of WIPO.,

This obligation will apply to all renewal requests filed as from August 10, 2018, including those
related to registrations whose territorial protection was extended with respect to Mexico under Article
3ter of the Madrid Protocol. The effect of not complying with this requirement is that the protection of
the trademark will be considered as lapsed by IMPI on an ex officio basis.
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DECLARATION OF ACTUAL AND EFFECTIVE USE OF THE MARK: (continues...)

b) Within the three months following from the date on which the reqistration reaches three years from the
granting date. This obligation will apply to all trademarks granted as from August 10, 2018, even where their respective
application was submitted before such date. This obligation will also apply to trademarks related to international
registrations.

In cases where the protection under an international registration is territorially extended to Mexico under Article 3ter of
the Madrid Protocol, the right-holder must declare the actual and effective use within the three months following after
three years from the date on which the national registration was granted. The effect of not complying with this
requirement is that the protection of the trademark will be considered as lapsed by IMPI on an ex officio basis.

Furthermore, in the “Declaration of Actual and Effective Use”, the right-holder must indicate the goods or services for
which use of the trademark is being declared. The scope of protection of the trademark registration will continue for the
goods or services for which the actual and effective use has been declared. Additionally, in both cases of the filing of the
“Declaration of Actual and Effective Use”, the right-holder will only be required to submit the payment of the
corresponding fee, but there is no obligation regarding evidence to prove the trademark use.

The declaration of actual and effective use of the mark must be submitted by the holder’s authorized representative with
a local address or by a legal representative in Mexico. A local address is required for purposes of notification.
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Transformation

Requirements to request transformation

The Office does not require use of any official form(s) to request transformation. Holders
should submit a letter requesting transformation and indicate the number and date of the
international registration on which it is based.

Office procedure following request for transformation

The Office re-opens examination on absolute and relative grounds after the request for
transformation.

Replacement.

Requirements

The Office does not require submission of any official form(s) to take note of the
International registration. Representation is not mandatory. The request must be submitted
In Spanish.

Your ideas. Our business. -




@
DUMONT

Is this a minefield for practitioners? Should the Madrid Protocol nevertheless
always be the first choice for multi-jurisdictional registration protection?

“International trademarks” extend over a large number of countries. Hence, such trademark owners might feel
encouraged to utilize the Madrid Protocol to obtain registration protection. While this Protocol has been
adopted by many countries, some adherents have set, inter alia, special conditions for use; classification, and
issuance of individual certificates. What happens to the unaware? Is this a minefield for practitioners? Should
the Madrid Protocol nevertheless always be the first choice for multi-jurisdictional registration protection?
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MADRID PROTOCOL, ADVANTAGES

ADVANTAGES:
v Simple
v Efficient
v" One application
v" One language
v' One fee
v" One registration
v" One renewal
v" One application for recordal of amendments
v" No legalisation

Your ideas. Our business. -




@
DUMONT
MADRID PROTOCOL , ADVANTAGES

Other advantages:

v' Subsequent designations

v Deselecting countries at renewal
v Optimisation of the portfolio

v An increasing number of online tools continuously
Improved
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MADRID PROTOCOL , DISADVANTAGES

Disadvantages:

v' Some times national filing requires less time than Madrid.

v No agent or address in designated countries to receive
notifications, which could invalidate them.

v Invalidation risks according domestic legislation.

v Original documents might be kept at the Office of Origin.

v" Multiclass/single class
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MADRID PROTOCOL , DISADVANTAGES

Disadvantages:

v Very tight terms for opposition

Renewal requires domestic expertise

nvalidation/cancellation on the grounds of non-use.

RiIsk of coexistence In countries in which there is no
substantive exam, in which no opposition was filed.

v' Depends on what client wants to accomplish

A NERNERN
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TOP TEN FILING ORIGINS (2018)

Number of Madrid applications and percent growth since 2017

Germany

N v N
5.4% 2.9% 1.5% 9.1% 22.8% -2.4% 2.7%
4,490 3,364 3,347 3,140 3,124 2,074 1,502
France Switzerland U.K. ltaly Japan Australia Russian
Federation
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TOP 20 DESIGNATED CONTRACTING PARTIES (2018)
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MEMBERS OF MADRID

*All are party to the Protocol, the governing 1 05 mem bers* (inCIUding EU and OAPI)
treaty, while 55 are also party to the Agreement cove ri ng 1 21 cou ntries
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STATS....

30,201 16,152
35,426 21,497

45, 1546 20,367

61,468 40,236 9,608

53,724 34,763 9,215
53,899 41,680 1,529 13 10,591
F7.065 45,329 1,963 1,132 12821
75,250 53,405 1,455 923 a9, 74 559 B53
52,671 4, 260 817 1,306 11,592 791 1,070 1,125
107 063 76,251 2,039 12,358 Bo) 1,131 1,163
134, 342 89,415 3,963 16,669 1,461 1622 1,954

153,853 106,309 4,124 16,999 1,580 1,471 1,855
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COMMON DELAYS, IRREGULARITIES

v' Classification of goods and/or services — Office of origin
Goods and services not in the appropriate classes or not
classified (Rule 12)

v Indication of goods and/or services — Office of origin
too vague for the purposes of classification or s
Incomprehensible or is linguistically incorrect (Rule 13)

v Fees (Rule 11.3)

Note: Most of the information provided on this presentation can bé round at the Madrid membres profile WIPO site
under Mexico.
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Thank you very much!!

Laura Collada
Ilcollada@dumont.com.mx
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