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What is Virtual Design Theft (VDT)?What is Virtual Design Theft (VDT)?What is Virtual Design Theft (VDT)?What is Virtual Design Theft (VDT)?

Virtual design theft: is the unauthorized Virtual design theft: is the unauthorized 
creation, sale or use of a digital model of a creation, sale or use of a digital model of a , g, g
realreal--life design life design 
Where do they end up?Where do they end up?Where do they end up?Where do they end up?

Movies Movies 
Video GamesVideo Games
Modern (Large) Virtual WorldsModern (Large) Virtual WorldsModern (Large) Virtual WorldsModern (Large) Virtual Worlds

Massive Multiplayer Online Game (MMOG) like World Massive Multiplayer Online Game (MMOG) like World 
of Warcraft of Warcraft 
Second LifeSecond Life



Why VDTWhy VDTWhy VDTWhy VDT

Big money at stakeBig money at stake
On average customers save >20 hrs of modelingOn average customers save >20 hrs of modelingOn average, customers save >20 hrs of modeling On average, customers save >20 hrs of modeling 
time when they buy a 3D modeltime when they buy a 3D model

C edibilit fo ltimate p od ctC edibilit fo ltimate p od ctCredibility for ultimate productCredibility for ultimate product
People just want the digital modelsPeople just want the digital modelsp j gp j g
Now easy to createNow easy to create

3D il bilit d i3D il bilit d i3D scanners availability and prices3D scanners availability and prices
3D printers (can create replicas)3D printers (can create replicas)



Models for copyingModels for copyingModels for copyingModels for copying

3D i ti t h l3D i ti t h l3D printing technology 3D printing technology 
allows a user to make a allows a user to make a 
3d “photocopy” of an 3d “photocopy” of an 3d p otocopy o a3d p otocopy o a
object in plasticobject in plastic
Cost Cost €€12,000 and falling12,000 and falling
Legitimate uses: “rapid Legitimate uses: “rapid 
prototyping”, museum prototyping”, museum 
replicasreplicasreplicasreplicas
At present, small At present, small 
businesses and hobbyistsbusinesses and hobbyistsyy
Future Future –– mass use?mass use?
Sites of scanned modelsSites of scanned models King Tut’s replica



Thingiverse 3D Printer ModelsThingiverse 3D Printer ModelsThingiverse 3D Printer ModelsThingiverse 3D Printer Models



3D Model Sites 3D Model Sites 3 ode S tes3 ode S tes
The Cottage IndustryThe Cottage Industry

M f h h i h d lM f h h i h d lMany of them, each with many modelsMany of them, each with many models
One had over 17,000 3D modelsOne had over 17,000 3D models,,
Higher price factors:Higher price factors:

The more coveted the product isThe more coveted the product isThe more coveted the product isThe more coveted the product is
The more detailed the 3D image isThe more detailed the 3D image is



3D Model Sites 3D Model Sites 3 ode S tes3 ode S tes
The Cottage IndustryThe Cottage Industry

The makers/sellers The makers/sellers 
are commonly in aare commonly in aare commonly in a are commonly in a 
tougher situations tougher situations 
than end usersthan end usersthan end usersthan end users
less of a “fair user”  less of a “fair user”  



Want a Toyota Prius?Want a Toyota Prius?yy



Want a Toyota Prius?Want a Toyota Prius?yy



Want an Apple iPhone?Want an Apple iPhone?pppp



Want an Apple iPhone?Want an Apple iPhone?pppp



What is Second Life?What is Second Life?What is Second Life?What is Second Life?

Second Life (SL) is a virtual world Second Life (SL) is a virtual world 
accessible via Internetaccessible via Internet
Developed by Linden LabsDeveloped by Linden Labs
Started in 2003 Started in 2003 
18 million users (“residents”) interact 18 million users (“residents”) interact 
as avatars in “the grid” to:as avatars in “the grid” to:

explore, meet, and socializeexplore, meet, and socialize
participate in individual and group participate in individual and group 

ti ititi itiactivitiesactivities
create and trade in virtual property and create and trade in virtual property and 
servicesservicesservicesservices



Features of Second LifeFeatures of Second LifeFeatures of Second LifeFeatures of Second Life

UU ddUserUser--generated contentgenerated content
AvatarsAvatars
LandscapesLandscapes
ProductsProducts

UserUser--controlled interactionscontrolled interactions
Including commerceIncluding commerceIncluding commerceIncluding commerce

Is Linden Labs Is Linden Labs 
A game provider, or A game provider, or 
A passive enabler like eBay or YouTube?A passive enabler like eBay or YouTube?



Lost Revenue Appears to be ThereLost Revenue Appears to be ThereLost Revenue Appears to be ThereLost Revenue Appears to be There
Blog reported “Elexor Matador Jewelry is selling Blog reported “Elexor Matador Jewelry is selling 
twentytwenty--five knockoff “Cartier Himalia” jewelry sets as five knockoff “Cartier Himalia” jewelry sets as 
limited editions for L$10,000 (US $40). limited editions for L$10,000 (US $40). 
Over 15 shops in Second Life advertising “Ferrari” Over 15 shops in Second Life advertising “Ferrari” 
cars. One sells for L$1995 (approximately US $7.75). cars. One sells for L$1995 (approximately US $7.75). $ ( pp y $ )$ ( pp y $ )
Over 40 stores in Second Life sell virtual “Rolex” and Over 40 stores in Second Life sell virtual “Rolex” and 
“Chanel” watches averaging L$350 (US $1 61)“Chanel” watches averaging L$350 (US $1 61)Chanel  watches, averaging L$350 (US $1.61). Chanel  watches, averaging L$350 (US $1.61). 

Picture of CartierPicture of Cartier 
necklace

Second Life wearer of 
knockoff necklace



Taser Int’l v. Linden Research et alTaser Int’l v. Linden Research et al

Taser makes and sells Taser makes and sells 
weapons that deliver a weapons that deliver a 
jolt of electricity jolt of electricity –– usually usually j yj y yy
for police departmentsfor police departments
Taser obtained IPTaser obtained IPTaser obtained IP Taser obtained IP 
protection:protection:

mark “TASER” for nonmark “TASER” for nonmark TASER  for non mark TASER  for non 
lethal firearmslethal firearms
US Des Pat NosUS Des Pat NosUS Des. Pat. Nos. US Des. Pat. Nos. 
D504,489 & D508,277 D504,489 & D508,277 
(“Gun”)(“Gun”)( Gun )( Gun )



Taser Int’l v. Linden Research et alTaser Int’l v. Linden Research et al

Virtualtrade sold virtual weaponry using the Virtualtrade sold virtual weaponry using the p y gp y g
name TASER to use in computer animations name TASER to use in computer animations 
provided by Linden (Second Life)provided by Linden (Second Life)provided by Linden (Second Life)provided by Linden (Second Life)
Defendants also sell “adultDefendants also sell “adult--only explicit only explicit 

” d “ l f l d i l ”” d “ l f l d i l ”scenes” and “unlawful drug materials”  scenes” and “unlawful drug materials”  



What would you do?What would you do?What would you do?What would you do?

What rights would you use?What rights would you use?
Who would you sue?Who would you sue?Who would you sue?Who would you sue?
Where would you sue?Where would you sue?



Taser Int’l v. Linden Research et alTaser Int’l v. Linden Research et al

Taser sued Linden and VirtualtradeTaser sued Linden and Virtualtrade
Trademark infringement Trademark infringement 

(TASER and ADVANCED TASER mark)(TASER and ADVANCED TASER mark)
common law “M26”, “X26” markscommon law “M26”, “X26” marks

Trade Dress InfringementTrade Dress Infringement
DilutionDilution
Unfair Comp. (false designation of Unfair Comp. (false designation of 

i i )i i )origin)origin)
Design Patent InfringementDesign Patent Infringement
R k i (RICO)R k i (RICO)Racketeering (RICO)Racketeering (RICO)

Complaint later withdrawnComplaint later withdrawn



Potential IP Rights At IssuePotential IP Rights At IssuePotential IP Rights At IssuePotential IP Rights At Issue

CopyrightCopyright
Design/Design patentDesign/Design patentDesign/Design patentDesign/Design patent
Trademark/Dilution/Trade dressTrademark/Dilution/Trade dress
Not addressed here Not addressed here --

Right of PublicityRight of PublicityRight of PublicityRight of Publicity
Right of PrivacyRight of Privacy
Utilit P t tUtilit P t tUtility PatentsUtility Patents



Copyright RightsCopyright RightsCopyright RightsCopyright Rights

Copyrightable articles Copyrightable articles 
Graphic artsGraphic artsGraphic artsGraphic arts
Sculptural artsSculptural arts

M i R i tM i R i tMain RequirementsMain Requirements
OriginalityOriginality

ReproductionReproduction
Not dependant on reproduction mediumNot dependant on reproduction mediumNot dependant on reproduction mediumNot dependant on reproduction medium
2D to 3D and vice versa may infringe2D to 3D and vice versa may infringe



Copyright VDT IssuesCopyright VDT IssuesCopyright VDT IssuesCopyright VDT Issues

USUS M i S E l i /D fM i S E l i /D fUS US –– Main Statutory Exclusions/DefensesMain Statutory Exclusions/Defenses
NonNon--Functionality/SeparabilityFunctionality/Separability

If on a useful article, if is protectable if it can be If on a useful article, if is protectable if it can be 
identified and exist separately from the utilitarian identified and exist separately from the utilitarian 
aspects of the articleaspects of the articleaspects of the article   aspects of the article   
Physical or conceptualPhysical or conceptual

Fair UseFair UseFair UseFair Use
ScenesScenes--aa--Faire/merger doctrineFaire/merger doctrine
A hit t l kA hit t l k bli l l ibli l l iArchitectural works Architectural works –– public place exclusion public place exclusion 
(permits unauthorized publication of pictures of (permits unauthorized publication of pictures of 
buildings located in or visible from public placesbuildings located in or visible from public placesbuildings located in or visible from public placesbuildings located in or visible from public places



Boundaries of copyrightBoundaries of copyrightBoundaries of copyrightBoundaries of copyright

Utilit i d f tUtilit i d f tUtilitarian purpose may defeat Utilitarian purpose may defeat 
artistic work copyright.artistic work copyright.
3D works3D works -- no harmonisation:no harmonisation:3D works 3D works no harmonisation:no harmonisation:

GermanyGermany –– high threshold for high threshold for 
works of artworks of art
UKUK tt b d 51 t i tb d 51 t i tUKUK –– categorycategory--bound; s51 restricts bound; s51 restricts 
3D copyright to sculptures and 3D copyright to sculptures and 
“Works of Artistic Craftsmanship”“Works of Artistic Craftsmanship”

Lucasfilm v AinsworthLucasfilm v Ainsworth [2009] [2009] 
EWCA Civ 1328 EWCA Civ 1328 –– fantasy fantasy 
helmets and armourhelmets and armour notnothelmets and armour helmets and armour notnot
“sculptures” “sculptures” –– goes double for goes double for 
TAZERs!TAZERs!



LucasfilmLucasfilm reversed?reversed?Lucasfilm Lucasfilm reversed?reversed?

What if the helmets/armour started as a What if the helmets/armour started as a 
virtual product?virtual product?pp

King Features Syndicate v KleemanKing Features Syndicate v Kleeman ––
infringement of Popeye cartoon by dollinfringement of Popeye cartoon by dollinfringement of Popeye cartoon by dollinfringement of Popeye cartoon by doll
Only original intention relevant?  Only original intention relevant?  ProbablyProbably
(though doubted(though doubted obiterobiter inin LucasfilmLucasfilm))(though doubted, (though doubted, obiterobiter, in , in LucasfilmLucasfilm))
Result: asymmetry of outcome, though the Result: asymmetry of outcome, though the 
CAD fil i ht b id ti lCAD fil i ht b id ti lCAD file might be identicalCAD file might be identical

US: US: Eros v John DoeEros v John Doe –– the SexGen bedthe SexGen bed



Woods v. Universal City Studios, IncWoods v. Universal City Studios, Incyy
Lebbeus Woods created drawing Lebbeus Woods created drawing 
entitled "NeoMechanical Towerentitled "NeoMechanical Towerentitled, "NeoMechanical Tower entitled, "NeoMechanical Tower 
(Upper) Chamber”(Upper) Chamber”
In 1995, Universal released theIn 1995, Universal released theIn 1995, Universal released the In 1995, Universal released the 
movie “12 Monkeys”movie “12 Monkeys”
Bruce Willis is seated in a chair Bruce Willis is seated in a chair 

h d ll hh d ll hattached to a wall as a sphere attached to a wall as a sphere 
descends from a metal armaturedescends from a metal armature
Director (Gilliam) admittedDirector (Gilliam) admittedDirector (Gilliam) admitted Director (Gilliam) admitted 
seeing picture and discussed seeing picture and discussed 
with the producer and designer with the producer and designer 

d hd hto design the sceneto design the scene
Woods moved for injunctionWoods moved for injunction



Woods v Universal City Studios IncWoods v Universal City Studios IncWoods v. Universal City Studios, IncWoods v. Universal City Studios, Inc
Court rejectedCourt rejected de minimisde minimis defensedefenseCourt rejected Court rejected de minimisde minimis defensedefense

Footage accounted for less than 5 minutes of Footage accounted for less than 5 minutes of 
a 130 minute movie (4 scenes)a 130 minute movie (4 scenes)a 130 minute movie (4 scenes)a 130 minute movie (4 scenes)
But, But, de minimisde minimis is determined by the amount is determined by the amount 
taken from the infringed work not by thetaken from the infringed work not by thetaken from the infringed work, not by the taken from the infringed work, not by the 
characteristics of the infringing work.characteristics of the infringing work.
Movie had copied Woods' drawing in strikingMovie had copied Woods' drawing in strikingMovie had copied Woods  drawing in striking Movie had copied Woods  drawing in striking 
detail  detail  

Woods allowed Universal to continueWoods allowed Universal to continueWoods allowed Universal to continue Woods allowed Universal to continue 
distribution of the movie for a high sixdistribution of the movie for a high six--
figure cash settlementfigure cash settlementfigure cash settlement figure cash settlement 



The Devils AdvocateThe Devils AdvocateThe Devils AdvocateThe Devils Advocate
In 1974, Frederick Hart won In 1974, Frederick Hart won ,,
competition for façade competition for façade 
sculpture for the West sculpture for the West 
E t f th W hi tE t f th W hi tEntrance of the Washington Entrance of the Washington 
National CathedralNational Cathedral
S l t ll d "E NihilS l t ll d "E NihilSculpture called "Ex Nihilo, Sculpture called "Ex Nihilo, ----
the Creation of Mankind out the Creation of Mankind out 
of Nothingof Nothing as narrated inas narrated inof Nothing of Nothing ---- as narrated in as narrated in 
the Book of Genesis the Book of Genesis 
InIn Devils AdvocateDevils Advocate sculpturesculptureIn In Devils AdvocateDevils Advocate, sculpture , sculpture 
on wall behind Al Pacino’s on wall behind Al Pacino’s 
deskdeskdeskdesk



The Devils AdvocateThe Devils AdvocateThe Devils AdvocateThe Devils Advocate
The artist and the National Cathedral bothThe artist and the National Cathedral bothThe artist and the National Cathedral both The artist and the National Cathedral both 
sued and won. sued and won. 
Warner Brothers had to:Warner Brothers had to:

rere--edit the film to change the portions where edit the film to change the portions where g pg p
the sculpture appeared the sculpture appeared 
put a sticker on all videotapes saying that theput a sticker on all videotapes saying that theput a sticker on all videotapes saying that the put a sticker on all videotapes saying that the 
artist and the Cathedral did not endorse the artist and the Cathedral did not endorse the 
work being used in the filmwork being used in the filmwork being used in the film work being used in the film 



The Devils AdvocateThe Devils AdvocateThe Devils AdvocateThe Devils Advocate



Batman ForeverBatman ForeverBatman ForeverBatman Forever
The producer of the filmThe producer of the filmThe producer of the film The producer of the film 
obtained a location obtained a location 
agreement for use of the 801 agreement for use of the 801 gg
Tower in Los Angeles as the Tower in Los Angeles as the 
Second Bank of Gotham. Second Bank of Gotham. 
Th t l tTh t l tThere are ornamental towers There are ornamental towers 
outside the buildingoutside the building
The towers were byThe towers were byThe towers were by The towers were by 
Minneapolis artist Andrew Minneapolis artist Andrew 
Leicester Leicester 
WB did not obtain permission WB did not obtain permission 
from the architect/artist.from the architect/artist.
Artist sued in 1995Artist sued in 1995



Batman ForeverBatman ForeverBatman ForeverBatman Forever
The district court found that theThe district court found that theThe district court found that the The district court found that the 
streetwall towers, even though streetwall towers, even though 
they had artistic elements, werethey had artistic elements, werethey had artistic elements, were they had artistic elements, were 
part of an ‘architectural work’part of an ‘architectural work’

Models were OK because part of Models were OK because part of pp
the license with buildingthe license with building
The pictures taken of the streetwall The pictures taken of the streetwall 
towerstowers along withalong with the 801 Towerthe 801 Towertowers towers along withalong with the 801 Tower the 801 Tower 
were not infringing because of were not infringing because of 
public place exclusion public place exclusion p pp p

Possibly a different outcome for Possibly a different outcome for 
a sculpture associated with a a sculpture associated with a pp
buildingbuilding



Design RightsDesign RightsDesign RightsDesign Rights

Registered (also unregistered in EU)Registered (also unregistered in EU)
DesignsDesigns of products/articlesof products/articlesDesigns Designs of products/articlesof products/articles
Shorter term than copyright: Shorter term than copyright: 

US: 14 years from grantUS: 14 years from grant
EU: up to 25 years from filingEU: up to 25 years from filingp y gp y g
Shorter for unregistered rightsShorter for unregistered rights

Prior art and functionality limitationsPrior art and functionality limitationsPrior art and functionality limitationsPrior art and functionality limitations
Applicant nominates products/articlesApplicant nominates products/articlespp ppp p



Design VDT InfringementDesign VDT Infringement EUEUDesign VDT Infringement Design VDT Infringement -- EUEU

I ti ki i lli i t lI ti ki i lli i t lIs creating, making, using, or selling a virtual Is creating, making, using, or selling a virtual 
model of a design an infringement model of a design an infringement –– Probably?Probably?

““th l i i ht t t thi d t t h ith l i i ht t t thi d t t h i““the exclusive right to … prevent any third party not having the exclusive right to … prevent any third party not having 
his consent from using it. … in particular, the making, his consent from using it. … in particular, the making, 
offering, … or using of a product in which the design is offering, … or using of a product in which the design is ff g, g f p gff g, g f p g
incorporated or to which it is applied…”incorporated or to which it is applied…”

Is there “Use of the design” even if no product? Or will the Is there “Use of the design” even if no product? Or will the 
Courts reCourts re--run the “use as a trade mark” saga?run the “use as a trade mark” saga?Courts reCourts re--run the use as a trade mark  saga?run the use as a trade mark  saga?
“Product” can be virtual apparently: 3D character, video “Product” can be virtual apparently: 3D character, video 
game character, cartoon charactergame character, cartoon character
I th dI th d ’ th “ d t”?’ th “ d t”?Is the endIs the end--user’s screen the “product”?user’s screen the “product”?
Title/Product is not limiting, so any registration ought to Title/Product is not limiting, so any registration ought to 
extend to either of the above.extend to either of the above.



Sample RCDsSample RCDsSample RCDsSample RCDs



SIP v Ordnance TechnologiesSIP v Ordnance Technologies, [2007] , [2007] 
EWHC 2875 (Ch)EWHC 2875 (Ch)

UK UDR i f i tUK UDR i f i tUK UDR infringement UK UDR infringement 
action concerning data action concerning data 
models of Tomahawk models of Tomahawk ode s o o a aode s o o a a
missile bunkermissile bunker--busting busting 
shapeshape--charge warheadscharge warheads
M d l t d t kM d l t d t kModels not used to make Models not used to make 
product (or even product (or even 
displayed?) but todisplayed?) but todisplayed?) but to displayed?) but to 
simulate explosionssimulate explosions
UK UDR law provides UK UDR law provides 

ifi ll f iifi ll f ispecifically for copying specifically for copying 
“design documents” “design documents” 
which include data fileswhich include data fileswhich include data fileswhich include data files



SIP v Ordnance TechnologiesSIP v Ordnance TechnologiesSIP v Ordnance TechnologiesSIP v Ordnance Technologies

""i h ld b d h h i l ii h ld b d h h i l i [i f[i f""it should be proved … that at the material time it should be proved … that at the material time [i.e. of [i.e. of 
making the model] making the model] what he did or authorised to be done by what he did or authorised to be done by 
way of the making of a design document … was done with the way of the making of a design document … was done with the y f g f gy f g f g
purpose in him that articles to the design should thereby be purpose in him that articles to the design should thereby be 
enabled to be made. It is not required that he should have the enabled to be made. It is not required that he should have the 
purpose that he or he whom he authorises should himself orpurpose that he or he whom he authorises should himself orpurpose that he or he whom he authorises should himself or purpose that he or he whom he authorises should himself or 
themselves make or be enabled to make such articles but themselves make or be enabled to make such articles but 
rather that within the infringer there should be the purpose of rather that within the infringer there should be the purpose of 
enabling the articles to be made."enabling the articles to be made."
No infringement there since the model was used only for No infringement there since the model was used only for 
simulation and research although eventually a product ofsimulation and research although eventually a product ofsimulation and research, although eventually a product of simulation and research, although eventually a product of 
some sort would no doubt be made.some sort would no doubt be made.
Would apply equally for use in Second LifeWould apply equally for use in Second LifeWould apply equally for use in Second LifeWould apply equally for use in Second Life



Design VDT InfringementDesign VDT Infringement USUSDesign VDT Infringement Design VDT Infringement -- USUS

Is creating, making, using, or selling a Is creating, making, using, or selling a 
virtual model of a design an infringement? virtual model of a design an infringement? g gg g
Possibly?Possibly?

Section 171: ornamentalSection 171: ornamental designdesign for an article offor an article ofSection 171: ornamental Section 171: ornamental designdesign for an article of for an article of 
manufacturemanufacture
Title might be limitingTitle might be limitingTitle might be limitingTitle might be limiting

TIP: Consider filing on icon/screen design TIP: Consider filing on icon/screen design 
to article in the USto article in the USto article in the USto article in the US



More Design issuesMore Design issuesMore Design issuesMore Design issues

Reproduction of the Reproduction of the whole whole design as design as 
registered? (watch example)registered? (watch example)g ( p )g ( p )
“Private and non“Private and non--commercial use” defence commercial use” defence 
for end users (e g game players 3Dfor end users (e g game players 3Dfor end users (e.g. game players, 3D for end users (e.g. game players, 3D 
printers)? printers)? 
Territoriality Territoriality –– jurisdiction of the jurisdiction of the 
infringements and the registrations?infringements and the registrations?infringements and the registrations?infringements and the registrations?



Trademark RightsTrademark RightsTrademark RightsTrademark Rights
Common Types of VDT TakingCommon Types of VDT Taking

Traditional: word, logo on or with productTraditional: word, logo on or with product
Variation: Character namesVariation: Character names

NonNon--traditional: design/article shapetraditional: design/article shape
T d DT d DTrade DressTrade Dress
CombinationsCombinationsCombinationsCombinations



Trademark VDT Trademark VDT 
Subsistence IssuesSubsistence Issues

Must Serve as a trademarkMust Serve as a trademark
Source versus designSource versus designgg
NonNon--functionalityfunctionality

Obtained/maintained by use forObtained/maintained by use for particularparticularObtained/maintained by use for Obtained/maintained by use for particularparticular
goods/servicesgoods/services

Registrations oftenRegistrations often do not coverdo not cover video games orvideo games orRegistrations often Registrations often do not coverdo not cover video games or video games or 
virtual worlds if the proprietor doesn’t trade therevirtual worlds if the proprietor doesn’t trade there

Acquired distinctiveness/Secondary meaningAcquired distinctiveness/Secondary meaningAcquired distinctiveness/Secondary meaningAcquired distinctiveness/Secondary meaning
Needed for article design (WalNeeded for article design (Wal--Mart v. Samara)Mart v. Samara)
Not needed for certain trade dress/packaging/get up (Two Not needed for certain trade dress/packaging/get up (Two /p g g/g p (/p g g/g p (
Pesos) if you can show inherent distinctivenessPesos) if you can show inherent distinctiveness



More Trademark VDT IssuesMore Trademark VDT IssuesMore Trademark VDT IssuesMore Trademark VDT Issues

Eff t f L b li Di l iEff t f L b li Di l iEffect of Labeling Disclaimers Effect of Labeling Disclaimers 
AbandonmentAbandonment

loses significance as mark and becomes generic loses significance as mark and becomes generic 
through acts or omissionsthrough acts or omissionsthrough acts or omissions  through acts or omissions  
Possibly from widespread infringements and Possibly from widespread infringements and 
lack of enforcementlack of enforcementlack of enforcementlack of enforcement

DilutionDilution
Potential cause of action not to be overlookedPotential cause of action not to be overlooked

Tarnishment or BlurringTarnishment or Blurringgg
Mark must be famousMark must be famous



GoodsGoods La trahison des imagesLa trahison des imagesGoodsGoods-- La trahison des imagesLa trahison des images

Is a virtual gun a Is a virtual gun a 
gun?gun?
SECOND LIFE is SECOND LIFE is 
registered in classes 9 registered in classes 9 gg
(Entertainment (Entertainment 
software), 38 software), 38 
(Communication (Communication 
services) and 41 services) and 41 
(Entertainment (Entertainment 
services)services)



Similarity?Similarity?Similarity?Similarity?

Are real and virtual guns “similar” so as to cause Are real and virtual guns “similar” so as to cause 
confusion? Perhaps not: confusion? Perhaps not: British Sugar v RobertsonsBritish Sugar v Robertsons

(a) The respective uses of the respective goods or services;(a) The respective uses of the respective goods or services;(a) The respective uses of the respective goods or services; (a) The respective uses of the respective goods or services; 
(b) The respective users of the respective goods or services; (b) The respective users of the respective goods or services; 
(c) The physical nature of the respective goods or services; (c) The physical nature of the respective goods or services; ( ) p y p g ;( ) p y p g ;
(d) The respective trade channels through which the goods or (d) The respective trade channels through which the goods or 
services reach the market; services reach the market; 
( ) I th f lf( ) I th f lf it h i tiit h i ti(e) In the case of self(e) In the case of self--serve consumer items, where in practice serve consumer items, where in practice 
they are respectively found or likely to be found in [stores] …; they are respectively found or likely to be found in [stores] …; 
(f) The extent to which the respective goods or services are (f) The extent to which the respective goods or services are ( ) p g( ) p g
competitive.competitive.

“Association” assumed?  Might be licensed?“Association” assumed?  Might be licensed?



Codemasters v Codemasters v Automobile Club Automobile Club 
De L’OuestDe L’Ouest

ACO li d C tACO li d C tACO licensed C to ACO licensed C to 
sell a Le Mans racesell a Le Mans race
P t d t liP t d t liPurported to license Purported to license 
racing car marquesracing car marques
P h d thP h d thPorsche and others Porsche and others 
threatened Cthreatened C
S ttl dS ttl dSome settled Some settled ––
Ferraris removedFerraris removed
ACO h ld li blACO h ld li blACO held liable ACO held liable 
under warrantyunder warranty



Dilution VDT Issues: EUDilution VDT Issues: EUDilution VDT Issues: EUDilution VDT Issues: EU

Use on goods beyond the registration where Use on goods beyond the registration where 
“the use without due cause of the trade mark “the use without due cause of the trade mark 
applied for applied for 

would take would take unfair advantageunfair advantage of, or of, or gg ,,
be be detrimentaldetrimental to, to, 

the distinctive character or the repute of thethe distinctive character or the repute of thethe distinctive character or the repute of the the distinctive character or the repute of the 
earlier trade mark.”earlier trade mark.”



Adam Opel v AutecAdam Opel v AutecAdam Opel v. AutecAdam Opel v. Autec
ECJ CECJ C 48/0548/05 Ad O lAd O lECJ CECJ C--48/05 48/05 Adam Opel v Adam Opel v 
Autec Autec –– replica carsreplica cars
Registration of Opel “flash”Registration of Opel “flash”Registration of Opel flash  Registration of Opel flash  
for cars and toysfor cars and toys
Only infringement if the use Only infringement if the use y gy g
was capable of affecting the was capable of affecting the 
essential, originessential, origin--indicating indicating 
function of the markfunction of the markfunction of the mark function of the mark 
despite identical goods, no despite identical goods, no 
infringement if the public infringement if the public g pg p
would not assume Opel to would not assume Opel to 
be the origin be the origin ––
Did Codemasters infringe?Did Codemasters infringe?Did Codemasters infringe?Did Codemasters infringe?



Tension: 1st Amendment and IP RightsTension: 1st Amendment and IP RightsTension:  1st Amendment and IP RightsTension:  1st Amendment and IP Rights

P d t “ i t t t thP d t “ i t t t thPrecedent “requires courts to construe the Precedent “requires courts to construe the 
[Trademark] Act ‘to apply to artistic works [Trademark] Act ‘to apply to artistic works onlyonly
where the public interest in avoiding consumerwhere the public interest in avoiding consumerwhere the public interest in avoiding consumer where the public interest in avoiding consumer 
confusion outweighs the public interest in free confusion outweighs the public interest in free 
expression ’”expression ’”expression.expression.
Walking Mountain, Walking Mountain, 353 F.3d 792, 807 (9353 F.3d 792, 807 (9thth Cir. 2003) (citing Cir. 2003) (citing 
Interactive Digital Software v. St. Louis CountyInteractive Digital Software v. St. Louis County, 329 F.3d 954 , 329 F.3d 954 
(8(8thth Ci 2003))Ci 2003))(8(8thth Cir. 2003))Cir. 2003))

GENERAL OBSERVATIONSGENERAL OBSERVATIONSGENERAL OBSERVATIONSGENERAL OBSERVATIONS
Courts: First Amendment > IP Rights Courts: First Amendment > IP Rights (mainly TM and ©)
Virtual World Creators are favored over Traditional IP Owners (mainly TM and ©)



Free speech and the ECHRFree speech and the ECHRFree speech and the ECHRFree speech and the ECHR

Tension between free speech and TM law Tension between free speech and TM law 
tested in tested in Boehringer Ingelheim v. Vetplus Boehringer Ingelheim v. Vetplus g g pg g p
[2007] EWCA Civ 583[2007] EWCA Civ 583
Effect: prior restraint injunction onlyEffect: prior restraint injunction onlyEffect: prior restraint injunction only Effect: prior restraint injunction only 
granted in comparative advertising cases granted in comparative advertising cases 

CCwhere C is likely to win at trialwhere C is likely to win at trial
At present, IP usually trumps free speechAt present, IP usually trumps free speechAt present, IP usually trumps free speech At present, IP usually trumps free speech 
in TM casesin TM cases



Cartier v. AppleCartier v. Applepppp
Cartier sued Apple to stop selling Cartier sued Apple to stop selling 
watch applicationswatch applications “Fake Watch”“Fake Watch”watch applications watch applications –– Fake Watch  Fake Watch  
and “Fake Watch Gold Editions”and “Fake Watch Gold Editions”
Apps created by Digitopolis GameApps created by Digitopolis GameApps created by Digitopolis Game Apps created by Digitopolis Game 
Studio (sold $0.99)Studio (sold $0.99)
Choose among many watch faces Choose among many watch faces 
Names not exactly copiedNames not exactly copied

Relax (not Rolex)Relax (not Rolex)
Carpark (not Cartier)Carpark (not Cartier)Carpark (not Cartier) Carpark (not Cartier) 

Articles called them “obvious fakes”Articles called them “obvious fakes”
Suit was trademark basedSuit was trademark basedSuit was trademark basedSuit was trademark based
Apple agreed to remove both apps Apple agreed to remove both apps 
from the store & suit was from the store & suit was 
withdrawnwithdrawn



Marvel v. NCsoft and Cryptic StudiosMarvel v. NCsoft and Cryptic Studios
NCsoft/Cryptic created an online video game NCsoft/Cryptic created an online video game 
enabling the users to create superheroesenabling the users to create superheroesenabling the users to create superheroesenabling the users to create superheroes
Specific Marvel characters involved included Captain Specific Marvel characters involved included Captain 

i l i dibl lk hi l i dibl lk hAmerica, Wolverine, Incredible Hulk, Magneto, The America, Wolverine, Incredible Hulk, Magneto, The 
Thing, Phoenix, and Iron Man.Thing, Phoenix, and Iron Man.
M l d l i i h h ll lM l d l i i h h ll lMarvel sued claiming that the game allows players to Marvel sued claiming that the game allows players to 
imitate comic book characters owned by Marvelimitate comic book characters owned by Marvel

contributory liable for copyright infringementcontributory liable for copyright infringement
Trademark infringement claims (most dismissed)Trademark infringement claims (most dismissed)g ( )g ( )

Case had big implicationsCase had big implications
The parties settledThe parties settledThe parties settledThe parties settled



Enforcement StrategiesEnforcement StrategiesEnforcement StrategiesEnforcement Strategies

D ?D ?Do you care?Do you care?
Lost revenue in the digital world Lost revenue in the digital world 

Might be OK if it generates real salesMight be OK if it generates real sales
Product replicationProduct replication

Good copies or bad copies, it might matterGood copies or bad copies, it might matter
Keep trademark rights strongKeep trademark rights strongp g gp g g
What’s the downside of not being included?What’s the downside of not being included?
Tenet ofTenet of allall PR is good PR is not truePR is good PR is not trueTenet of Tenet of allall PR is good PR is not truePR is good PR is not true

Fact specific, hero, villain, detestable villainFact specific, hero, villain, detestable villain
Use of product in class and how is it usedUse of product in class and how is it usedpp
Negative product placementNegative product placement



Herman Miller inHerman Miller inHerman Miller in Herman Miller in 
Second LifeSecond Life (2007)(2007)Second LifeSecond Life (2007)(2007)

Combating HM virtual thefts in 2007Combating HM virtual thefts in 2007
Opened a virtual store in Second LifeOpened a virtual store in Second LifeOpe ed a tua sto e Seco d eOpe ed a tua sto e Seco d e
Threatened trademark suitsThreatened trademark suits
Offered a collection of 15 pieces for L$300Offered a collection of 15 pieces for L$300 L$850 (USL$850 (USOffered a collection of 15 pieces for L$300Offered a collection of 15 pieces for L$300--L$850 (US L$850 (US 
$1.40 to $3.50)$1.40 to $3.50)
F li it d ti th t h d k k ff t thF li it d ti th t h d k k ff t thFor a limited time, users that had knockoffs got the For a limited time, users that had knockoffs got the 
new pieces for free if they deleted old inventorynew pieces for free if they deleted old inventory
Creative enforcement approachCreative enforcement approach

Easier to pay a few bucks in virtual store than to infringeEasier to pay a few bucks in virtual store than to infringe



Virtual Design TheftVirtual Design TheftVirtual Design TheftVirtual Design Theft
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