


South Africa
Legislative Framework

e Common Law Country (similar to the United Kingdom)
e Member of the Paris Union and TRIPS

e Counterfeit Goods Act, 37 of 1997

e Trade Marks Act No. 194 of 1993

e Copyright Act No. 98 of 1978
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Effective Measures

e Border control:
- Customs: Section 15 of the Counterfeit Goods Act

- Border Policing

 Market Place enforcement

- SAPS & DTI: Conducting search and seizure operations
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What can be enforced?

* “Protected goods”

- Any goods in respect of which an IP right owner can in
principle enforce his rights

* “Intellectual Property Rights”
- Registered Trade Marks (Trade Marks Act)
- Well-known trade marks
- Copyright (Copyright Act)
- Prohibited marks (Merchandise Marks Act)

* Excludes common law rights, patent and design rights.
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Definition

* “Counterfeiting:

— Protected goods are imitated to such a degree that those goods are
substantially identical copies of the protected goods -Copyright piracy

— Colourable imitation of intellectual property right so that the other
goods are calculated to be confused with or be taken as being the
protected goods- Trade Mark counterfeiting.

— Intellectual property right must be infringed
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Who can file a complaint

e Any person who has interest in protected goods

e \Who has an interest?
- “Owner” or “Licensee”
- “Importer”; “Exporter” or Distributor; or
- Duly authorised agent or Representative; or

- Attorney of all the above
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Complaint

* Filed by “complainant”
- by way of allegations in an affidavit

- legal representative can depose to affidavit

* Allegations in affidavit
- Complainant’s title or interest
- Subsistence of IP right
- Infringement of IP right
- Counterfeit nature of goods (expert analysis)
- Address of suspect

- Request to obtain warrant & execute
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Dealing in Counterfeit Goods: Prohibited Acts

* Possession/control

* Sold, hired out,
bartered, exchanged or
offered

* Exhibited in public for
purposes of trade

e Disposed in course of
trade

* Distributed for purposes

of trade or whereby

brand holder suffers

prejudiced
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Prohibited Acts

 Manufactured, produced or made (Except)




Prohibited Acts

* Imported or exported
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Offence

* Dealing in counterfeit goods is an offence
* Itis necessary to prove that the perpetrator:

— knew or had reason to suspect that the goods are counterfeit;
or

— failed to take reasonable steps to avoid act/conduct
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Post Raid

SEARCH WARRANT

EXECUTED
Inventory prepared Seizure notice issued
l A
Inspector inform
Goods moved to suspect complainant
counterfeit goods of seizure by issuing a
depot Seizure Notice
v
Complainant informed of right to Perpetrator informed of details of
lodge a criminal charge against the counterfeit goods depot at
the perpetrator within 3 days which the seized goods are stored
Within 10 days of issuance of seizure Within 10 days of issuance of seizure
notice, complainant must inform notice, State must inform perpetrator of
perpetrator of its intention to institute intention to institute criminal proceedings
civil proceedings
A 4 A 4
Within 10 day of written notice, Within 10 day of written notice,
those civil proceedings must be those criminal proceedings must
instituted be instituted

FAILURE TO COMPLY WILL RESULT IN GOODS BEING RELEASED TO
PERPETRATOR
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Criminal Penalties

Order for destruction of goods

Disclosure of source of counterfeit goods.

First conviction:

fine of R5000 per article or imprisonment not exceeding 3 years
or both

Second /subsequent conviction:

fine of R10 000 per article or imprisonment not exceeding 5
years or both
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Civil Relief

* An interdict/injunction against the Defendant;
* Declaration that the seized goods are counterfeit goods;

* Delivery up of the counterfeit goods to the owner of the IP
right;

*Disclosure by the Defendant of the source/s & identity of persons involved in
the importation and/or distribution;

* Damages and costs, including legal, storage and destruction costs.
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Border Control

Durban Harbour
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Borders with Botswana
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Mozambique
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Border Control

* Necessary for IP Right owner for file a Section 15 application (Customs
watch notice) with the office of the Commissioner of Customs;

* Furnish customs with details of IP rights and request that suspected
counterfeit goods are detained;

 Must be filed in the name of the IP Right owner;
* Indemnity (serves as security);

* Power of Attorney;

* Inform Customs of authorized importers;
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GOODS DETAINED
BY CUSTOMS

'

Customs informs you and provides opportunity to
inspect and confirm goods are counterfeit

_______________________________ .

i Time limit: 5 working days to inspect and swear on :
: affidavit that goods are counterfeit (extendable by
i Customs with “satisfactory reasons”) i

You provide satisfactory affidavit No satisfactory affidavit provided
within time limit

Customs formally

seizes the goods and Customs informs you
stores in counterfeit and importer of seizure
goods depot » by issuing a Seizure
Notice

R

Time limit: 10 days You negotiate Time limit: 3 days to

i
i
to notify importer of amicable i lodge criminal
1 . .
i complaint with
commence civil importer ! Police
1

1 1
! 1
1 1
i intention to E settlement with
: \ :
i proceedings ;
1 1

days to inform importer
of intention to initiate
criminal proceedings

and further 10 days to
initiate proceedings

't Time limit: 10 days to initiate civil
; proceedings
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Market Place Enforcement

e Voluntary surrender approach:

— Informal market;
— Low quantities of goods;
— Information gathering;

— Focus on removal of counterfeit goods from the market place.
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Namibia

* Legislation
* Industrial Property Act, 2012 (Regulations not enacted)
e Trade Mark Act, 1973
* Merchandise Marks Amendment Act, 1987

UNITY JUSTICE
LIBERTY
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Namibia

“ape Fria 3§ oLunw
¢
& -1
L2
> Sesfortei),
z S
>
o
°
&
Terroce|

=

SOUTH
ATLANTIC
OCEAN SWak

e ce—
\,mo‘!’;" L o Eenhania i

Paimwags

wQshils

Ongurdrg. %, Ondangwa
Oshakall o 0o

Oljiveo
J Mengelti £
Norilon .~ N0perel N, grischis | 5" K i
EloshaPan S 1
y “Hool ’ d
&\ Oljovasandu Okauuejo t:lsumeb N I\
2
Komanjob Otavi, /Groolfontein L2
Ofphondo i) +Okatjoru Toumioirs ,'*\
!
\ \
Fronsfonteing Rdje £ >
. (Oljiwaarongo s |
Khorixas o WM S ¥ i
5 “Qkakarara |
- HKalkfeld | o !
o 5 | LS b !
] Y N5 ¢ !
Brosdberg Vs T Qfjosonds _ +Gtjnene }
Gromtafie? ~ 5 Omarury {
Erngo M HocHfedy # Suremerdoun |
A |
¢ 3
ol v Wilhelmstal JSterhausen Riekind i
Y X ; oforteri,
Usekns [ Karibib /Okahandja o= -
Omnitara, - Bufepos §

Brokwalerae®) Sesis

Adss Otjimbingwe s 5 )
& “Wive  {Gobabis

(o s Ordekarerba
WINDHOEK «. \,pwicse
: Gopatas
o© . = Q Lesnardvile
Gobabeb, Rehoboth p
$Solkage > Uhlenhorsl?”
Qe l_?
« Noukdsts Ketar X o
. Sesrierh ¢ - % Stompniet
e - {Marientah, %

[ National Capital (202,000 in 99)

over 50,000
O over 20,000
over 10,000
ofher main cify
+ olher city
NAMIBIA
© 2009 Ezilon.com All Right Reserved

"Gothos
St Francis Boy Py AWibooisvll
— Asaby, EndpoalSiee
Bbne\ T
ringhAuseny” s lses
Hatedot Boy Homengegll, T L.
— <
Hook eetmanshoo
| Hetotag ., R K 00p
'- . n
® Googeb| S==kecheiy ) Arody
7 WNanbis
3 o
5 Holoog, Gt Karosborge
{Grino
RoshPrdh  Ais @™ * P Korosburda %

Warmbod¢

f
a
!
!
[
.:
~amnss - T (O
!
f
:
!
.
i
’
»

undu N/Fssme Maue
T

YKoudem

BOTSWANA

Gaborone |

f SOUTH AFRICA
o 4;“‘/ <V

$ b OKimberley

__ 0813736606

L
TEL 064 206 411




Botswana

* Legislation

2010

)

* Industrial Property Act
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Botswana

BOTSWANA [ National Capital (152,000 In 98) =
0 km 50 100 150 km P Uvingslane ) over 80,000 TGy
P _‘K@E’? ) o O over 40,000 AL HUN ENTERPRISES (PTY) LTD
© 2009 Ezilon.com All Right Reserved / ’ i - omc
achkau © over 25,000 p—
o Ngwezumba ¢ ° °::°’ "_"rﬂ'" cily
- « olher cily
75
Tsediohils . Sepupa
\E’ o ZIMBABWE
e
| P
S i,
o
'S
.~ Votwgir B Bulawayo
¢ L /
Tutume L
o u,.gga" unE::wsbaM
NAMIBIA . Spina 1"
oo e (@Francistown
. Oropa efhokane ‘
Xorodomo [md Maisifojel

.. Ohva com

Lephepe «

&

Lehuluty === e (

Kmﬂg«% ) / {
shene Duthe™ = “ ylethekeng Mosenamé,

Piefersburg o

Kekong.- = / erlsweldlou
S sies Molepolole Ny
[ ~ Jwmneng
b Tharnogo s
oshupa
NG
v Werda Kanye
Makepang / 4
Knzg) Mo Phishane-
Melopa!
o)
Tshabong & Mmabatho
Me Carthy's Rust s,
“Khowa -

Khuis, MiddiPits
*Gakhbane

g

ologo

SOUTH AFRICA vy )

trade marks « copyright



.




